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1. Claims 15, 34 and 73 are objected to under 37 
CFR 1.75(c) as being in improper form because a multiple 
dependent claim cannot depend from any other multiple dependent 
claim. See MPEP § 60S. 01 (n). Accordingly, the claims have not 
been further treated on the merits. 

of the'obvSus-?ypf or U non y obv?ou" f^^^^-j action, whether 
created doctrine^roSndSd in lubTic IS 'iS* ° n 3 judicially 

the statute) so as to oreveni- hvS ? 0! 4 < r y . (a P°^Y reflected in 
timewise extension of tS "Sent toT^ 1 ?* ° r im P ro P^ 
In re Thorington, \il f 2d 52? 16? SSS^l granted by a patent. 
Vojel, 422 pfad 438 164 USPQ 619 (CC^JtI) ^ ^ ! lB ™ 
686 F.2d 937, 214 USPQ 761 (CCPA 1982) M lj r * ^ VM ° rnai "' 
887, 225 USPQ 645 (Fed Cir 1«r7 ? * L ° ngi ' 759 F 2d 

2010 (Fed. Cir. 1993* re Goodma ^ 29 USPQ 2d 

37 CFR 1.321' (^^(cf ll^TL^^ ±n fiance with 
provisional rejection based™ a ^ overcome a » actual or 

ground provided th^Son?l?ctSa aSn?i?^- Ut0ry d ° Uble P^ting 
be commonly owned with thir^iISiiS^lerar^^B 8 ^ "° 

agent of record? sign^rmin^ 'dLcT^^ atto ™* « 
Disclaimer signed bv the Disclaimer. A Terminal 

3.73(b) . 3 7 hS assi 9 nee must fully comply with 37 CFR 

3. Claim 5 is rejected under the judicially created 
doctrine of obviousness -type double patenting as being 
unpatentable over claims 1-20 of U.S. Patent No. 6,475,561 
Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the stated instant 
claim reads on, or at least overlaps, the claims of the '561 
patent . 


Serial No. 09/817,459 -3- 
Art Unit 1712 


4. The text of those sections of Title 35, U.S. Code not 
included in this action can be found in a prior Office action. 

5. Claims 1, 8-14, 16-33, 35-55, 60, 61, 64-66, 70, 72, 74 
and 75 are rejected under 35 U.S. C. § 112, first paragraph, 
because the specification, while being enabling for inorganic 
hydrogel(s), aerogel (s) and lyogel(s), does not reasonably 
provide enablement for organic hydrogel (s) , aerogel (s) , and 
lyogel(s) . The specification does not enable any person skilled 
in the art to which it pertains, or with which it is most nearly 
connected, to make and use the invention commensurate in scope 
with these claims. Organic hydrogel (s) , aerogel (s) and lyogel(s) 
differ greatly from their inorganic counterparts, and applicants 
have given no directions for applying their surface modification 
procedure to organic gels. It would involve undue 
experimentation on the part of one having ordinary skill in the 
art to determine which organic gels, if any, would be operative, 
and to determine reaction conditions, etc. 

6. Claims 38, 48, 50 and 53 are rejected under 35 U.S.C. § 
112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter 
which applicants regard as the invention. 

Claims 4 8 and 53 provide for the use of aerogel as 
thermal insulation material or in chromatography, but, sin. e the 
claims do not set forth any steps involved in the method/process, 
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it is unclear what method/process applicants are intending to 
encompass. A claim is indefinite where it merely recites a use 
without any active, positive steps delimiting how this use is 
actually practiced. 

Claims 48 and 53 are rejected under 35 U.S. C. § 101 because 
the claimed recitation of a use, without setting forth any steps 
involved in the process, results in an improper definition of a 
process, i.e., results in a claim which is not a proper process 
claim under 3 5 U.S.C. § 101. See for example Ex parte Dunti, 153 
USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brenner, 
255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claims 38, 50 and 53 are indefinite and incomplete in 
not stating what R stands for. 

7. Applicants' arguments filed January 24, 2 0 03 have been 
fully considered but they are not deemed to be persuasive. The 
obviousness -double patenting rejection must be adhered to in the 
absence of a terminal disclaimer. As to the 112, first paragraph 
rejection, inorganic and organic chemistry are two distinct 
branches of chemistry. Also, the reactive group of organic 
polymers such as ester, amide, etc. differ greatly from the OH 
group of silica, for example. Moreover applicants have provided 
no working examples of organic hydrogel(s), aerogel (s) or 
lyogel(s). As to the 112, second paragraph rejection, R could 
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conceivably be H instead of an organic moiety (as stated by 
applicants) . 

8. Claims 2, 4, 6, 7 and 56-59 are objected to as being 
dependent upon a rejected base claim, but would be allowable if 
rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

9. The following is a statement of reasons for the 
indication of allowable subject matter: The prior art of record 
doesn't disclose or fairly suggest the processes of claims 2-4, 
6, 7, 56-59, 62, 63, 67-69 and 71 herein. 

10. THIS ACTION IS MADE FINAL. Applicants are reminded of 
the extension of time policy as set forth in 37 C.F.R. 

§ 1.136(a). The practice of automatically extending the 
shortened statutory period an additional month upon the filing of 
a timely first response to a final rejection has been 
discontinued by the Office. See 1021 TMOG 35. 

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FINAL 
ACTION IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF THIS 
ACTION. IN THE EVENT A FIRST RESPONSE IS FILED WITHIN TWO MONTHS 
OF THE MAILING DATE OF THIS FINAL ACTION AND THE ADVISORY ACTION 
IS NOT MAILED UNTIL AFTER THE END OF THE THREE -MONTH SHORTENED 
STATUTORY PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE 
ON THE DATE THE ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE 
PURSUANT TO 37 C.F.R. § 1.136(a) WILL BE CALCULATED FROM THE 
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MAILING DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE 

STATUTORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS FROM 

THE DATE OF THIS FINAL ACTION. 

11. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Examiner 
Lovering whose telephone number is (703) 308-0443. The examiner 
can normally be reached on Mon.-Fri. from 7:30 A.M. to 4:00 P.M. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Robert Dawson, can be 
reached on (703) 308-2340. The fax phone number for this Group 
is (703) 872-9310. 

Any inquiry of a general nature or relating to the 
status of this application or proceeding should be directed to 
the Group receptionist whose telephone number is (703) 308-0661. 


R. Lovering :cdc 
March 28, 2003 
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